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DETAILED ACTION 



1. The following is a Non-Final Office Action in response to the communication 
received on November 17, 2003. Claim 1 has been amended. Claims 1-22 are now 
pending in this application. 



2. Applicant's amendment to claim 1 is acknowledged. The amendment is sufficient 
to overcome the 35 U.S.C. 112, second paragraph rejection set forth in the previous 
Office Action. Therefore, the 35 U.S.C. 112, second paragraph rejection is withdrawn. 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



4. Claims 1-13 and 18-22 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 
As per the first prong of the test, for a claimed invention to be statutory, the 

claimed invention must be within the technological arts. Mere ideas in the abstract (i.e., 
abstract idea, law of nature, natural phenomena) that do not apply, involve, use, or 
advance the technological arts fail to promote the "progress of science and the useful 



Response to Amendment 



Claim Rejections - 35 USC § 101 



3. 



35 U.S.C. 101 reads as follows: 
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arts" (i.e., the physical sciences as opposed to social sciences) and therefore are found 
to be non-statutory subject matter. For a process claim to be satisfactory, the recited 
process must somehow apply, involve, use, or advance the technological arts. 

In the present case, the recited steps in claims 1-13 and 18-22 of merely 
processing data relating to the performance of a business enterprise do not apply, 
involve, use, or advance the technological arts since all of the recited steps can be 
performed in person or by use of a pencil and paper and without the need of a computer 
or other technology. 

As per the second prong of the test, for a claimed invention to be statutory, the 
claimed invention must produce a useful, concrete, and tangible result. In the present 
case, the claimed invention produces outcomes for value streams (i.e., concrete) in 
order to determine the performance of a business enterprise (i.e., useful and tangible). 

Although the recited process produces a useful, concrete, and tangible result, 
since the claimed invention, as a whole, is not within the technological arts as explained 
above, claims 1-13 and 18-22 are directed to non-statutory subject matter. 



5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 



Claim Rejections - 35 USC § 102 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-22 are rejected under 35 U.S.C. 102(e) as being anticipated by Eder 
(U.S. 6,321,205). 

As per claim 1 , Eder discloses a method of processing data relating to the 
performance of a business enterprise in creating value, comprising: 

developing a data structure including assumed variables that have an influence 
on a value stream of the business enterprise, the assumed variables in said data 
structure being arranged in a multi-level hierarchy in which assumed variables 
positioned at a lower level in the hierarchy influence one or more assumed variables 
positioned at a higher level in the hierarchy (col. 1 1 , lines 15-63; The "Value of current- 
operation" is comprised of components revenue, expense and capital, which are further 
comprised of sub-components. Thus, the sub-components influence the components, 
which influence the value of current-operation.); 

determining a first outcome for the value stream of the business enterprise based 
upon the assumed variables (col. 12, lines 1-30; The component values are calculated 
to determine the operation value.); 

authorizing a user to alter one or more of the assumed variables according to a 
level of the hierarchy in which the assumed variables are positioned (col. 20, lines 14- 
22; col. 21, line 34-col. 22, line 8; Users can alter the variables when performing the 
calculations.); and 

determining a second outcome for the value stream of the business enterprise 
taking into account the altered assumed variables (col. 6, lines 44-64; col. 23, lines 12- 
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15; The system allows the user to generate changes in the variables when performing 
the calculations.). 

As per claim 2, Eder discloses the method according to claim 1 , wherein the first 
outcome includes a present financial value of the value stream (col. 12, lines 1-30; 
Revenue, expense and capital are indicative of financial value.). 

As per claim 3, Eder discloses the method according to claim 1 , wherein the first 
outcome includes a non-financial metric (col. 19, lines 27-30; Figure 5B; The first 
outcome can also include non-financial data.). 

As per claim 4, Eder discloses the method according to claim 1 , further 
comprising: 

authorizing each of a plurality of users to alter the assumed variables according 
to a level of the hierarchy in which the assumed variables are positioned (abstract; col. 
20, lines 14-22; col. 21, line 34-col. 22, line 8; Figure 5A; Users can alter the variables 
when performing the calculations.); 

storing, for each altered assumed variable, an identification of the user who 
made the alteration (col. 6, lines 44-64; col. 8, lines 1-30; col. 9, line 53-col. 10, line 1; 
col. 10, lines 6-18; Figures 4, 5A, 5B and 16; Users can track the changes they make in 
the system over time. User input is also stored in databases.); and 

determining alternate outcomes for the value stream of the business enterprise 
taking into account selected aggregations of the altered assumed variables wherein the 
selected aggregations are formed according to the stored identifications (col. 6, lines 
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44-64; col. 20, lines 18-22; Figure 1; The system determines alternate outcomes based 
on the altered data.). 

As per claims 5 and 18, Eder discloses a method of processing data relating to 
the performance of a business enterprise in creating value, comprising: 

developing a data structure including a plurality of assumed variables that have 
an influence on a value stream of the business enterprise, the data structure having a 
portion which defines a base case scenario for the business enterprise (col. 1 1 , lines 
15-63; The "Value of current-operation" is comprised of components revenue, expense 
and capital, which are further comprised of sub-components. Thus, the sub- 
components influence the components, which influence the value of current-operation.); 

determining an outcome for the value stream of the business enterprise based 
upon the assumed variables of the base case scenario (col. 12, lines 1-30; The 
component values are calculated to determine the operation value.); 

altering, by a plurality of users, selected ones of the plurality of assumed 
variables (col. 20, lines 14-22; col. 21, line 34-col. 22, line 8; Users can alter the 
variables when performing the calculations.); 

storing each altered assumed variable in the data structure in association with an 
identifier of the user who made the alteration, and maintaining the assumed variables of 
the base case scenario unchanged by the plurality of users (col. 6, lines 44-64; col. 8, 
lines 1-30; col. 9, line 53-col. 10, line 1; col. 10, lines 6-18; Figures 4, 5A, 5B and 16; 
Users can track the changes they make in the system over time. User input is also 
stored in databases.); 
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aggregating selected ones of the altered assumed variables and selected ones of 
the assumed variables of the base case scenario in accordance with the stored 
identifiers to form one or more alternate scenarios (col. 11, lines 36-52; Resulting values 
can be added together to form alternate scenarios.); and 

determining an outcome for the value stream of the business enterprise based 
upon each of the alternate scenarios (col. 6, lines 44-64; col. 20, lines 18-22; Figure 1; 
The system determines alternate outcomes based on the altered data.). 

As per claims 6 and 19, Eder discloses the method according to claims 5 and 18, 
wherein the assumed variables are arranged in a multi-level hierarchy in which 
assumed variables positioned at a lower level in the hierarchy influence one or more 
assumed variables positioned at a higher level in the hierarchy (col. 1 1 , lines 15-63; The 
"Value of current-operation" is comprised of components revenue, expense and capital, 
which are further comprised of sub-components. Thus, the sub-components influence 
the components, which influence the value of current-operation.). 

As per claims 7 and 20, Eder discloses the method according to claims 6 and 19, 
wherein said altering further comprises authorizing each of the users to alter the 
assumed variables according to a level of the hierarchy in which the assumed variables 
are positioned (col. 20, lines 14-22; col. 21, line 34-col. 22, line 8; Users can alter the 
variables when performing the calculations.). 

As per claims 8 and 21 , Eder discloses the method according to claims 5 and 18, 
wherein the outcome of the base case scenario includes a present financial value of the 
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value stream (col. 12, lines 1-30; Revenue, expense and capital are indicative of 
financial value.). 

As per claim 9, Eder discloses the method according to claim 8, wherein the 
outcome of the base case scenario includes a non-financial metric (col. 19, lines 27-30; 
Figure 5B; The first outcome can also include non-financial data.). 

As per claim 10, Eder discloses a method of processing data relating to the 
performance of a business enterprise in creating value, comprising: 

developing a data structure including a plurality of assumed variables that have 
an influence on a value stream of the business enterprise, the data structure having a 
portion which defines a base case scenario for the business enterprise (col. 1 1 , lines 
15-63; The "Value of current-operation" is comprised of components revenue, expense 
and capital, which are further comprised of sub-components. Thus, the sub- 
components influence the components, which influence the value of current-operation.); 

determining an outcome for the value stream of the business enterprise based 
upon the assumed variables of the base case scenario (col. 12, lines 1-30; The 
component values are calculated to determine the operation value.); 

providing real-time feedback, by each of a plurality of users, on the value creation 
performance of the business enterprise (col. 20, lines 14-22; col. 21, line 34-col. 22, line 
8; Users can alter the variables when performing the calculations.); 

storing the real-time feedback in the data structure in association with an 
identifier of the user who provided each portion of the feedback, and maintaining the 
assumed variables of the base case scenario unchanged by the plurality of users (col. 
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6, lines 44-64; col. 8, lines 1-30; col. 9, line 53-col. 10, line 1; col. 10, lines 6-18; Figures 
4, 5A f 5B and 16; Users can track the changes they make in the system overtime. 
User input is also stored in databases.); 

aggregating selected ones of the portions of the feedback and selected ones of 
the assumed variables of the base case scenario (col. 11, lines 36-52; Resulting values 
can be added together to form alternate scenarios.); 

determining an outcome for the value stream of the business enterprise based 
upon the selected ones of the portions of the feedback and the selected ones of the 
assumed variables of the base case scenario (col. 6, lines 44-64; col. 20, lines 18-22; 
Figure 1; The system determines alternate outcomes based on the altered data.). 

As per claim 1 1 , Eder discloses the method according to claim 10, wherein the 
assumed variables are arranged in a multi-level hierarchy in which assumed variables 
positioned at a lower level in the hierarchy influence one or more assumed variables 
positioned at a higher level in the hierarchy (col. 1 1 , lines 15-63; The "Value of current- 
operation" is comprised of components revenue, expense and capital, which are further 
comprised of sub-components. Thus, the sub-components influence the components, 
which influence the value of current-operation.). 

As per claim 12, Eder discloses the method according to claim 10, wherein the 
outcome of the base case scenario includes a present financial value of the value 
stream (col. 12, lines 1-30; Revenue, expense and capital are indicative of financial 
value.). 
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As per claim 13, Eder discloses the method according to claim 10, wherein the 
outcome of the base case scenario includes a non-financial metric (col. 19, lines 27-30; 
Figure 5B; The first outcome can also include non-financial data.). 

As per claim 14, Eder discloses a system for processing data relating to the 
performance of a business enterprise in creating value, comprising: 

a memory device for storing a data structure including assumed variables that 
have an influence on a value stream of the business enterprise, the assumed variables 
in said data structure being arranged in a multi-level hierarchy in which assumed 
variables positioned at a lower level in the hierarchy influence one or more assumed 
variables positioned at a higher level in the hierarchy (col. 1 1 , lines 15-63; The "Value of 
current-operation" is comprised of components revenue, expense and capital, which are 
further comprised of sub-components. Thus, the sub-components influence the 
components, which influence the value of current-operation.); 

means for authorizing a user to alter one or more of the assumed variables 
according to a level of the hierarchy in which the assumed variables are positioned (col. 
20, lines 14-22; col. 21, line 34-col. 22, line 8; Users can alter the variables when 
performing the calculations.); 

a filter for selecting certain ones of the assumed variables and for selecting 
certain ones of the altered assumed variables (col. 12, lines 44-67; col. 16, lines 24-27; 
Figures 5A and 5B; The system selects certain variables for analysis and based on 
certain criteria may prompt the user for additional or altered data.); and 
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a calculation engine for receiving the certain ones of the assumed variables and 
the certain ones of the altered assumed variables from the filter and for determining an 
outcome for the financial value stream of the business enterprise based upon the 
certain ones of the assumed variables and the certain ones of the altered assumed 
variables (col. 6, lines 44-64; col. 23, lines 12-24; The system calculates the received 
variables and compares them with previously specified variables.). 

As per claim 15, Eder discloses the system according to claim 14, wherein the 
outcome of the base case scenario includes a present financial value of the value 
stream (col. 12, lines 1-30; Revenue, expense and capital are indicative of financial 
value.). 

As per claim 16, Eder discloses the system according to claim 14, wherein the 
outcome of the base case scenario includes a non-financial metric (col. 19, lines 27-30; 
Figure 5B; The first outcome can also include non-financial data.). 

As per claim 17, Eder discloses the system according to claim 14, further 
comprising: 

means for authorizing each of a plurality of users to alter the assumed variables 
according to a level of the hierarchy in which the assumed variables are positioned, 
wherein for each altered assumed variable, an identification of the user who made the 
alteration is stored in the data structure (abstract; col. 20, lines 14-22; col. 21, line 34- 
col. 22, line 8; Figure 5A; Users can alter the variables when performing the 
calculations.); 
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means for determining alternate outcomes for the value stream of the business 
enterprise taking into account selected aggregations of the altered assumed variables 
wherein the selected aggregations are formed according to the stored identifications 
(col. 6, lines 44-64; col. 8, lines 1-30; col. 9, line 53-col. 10, line 1; col. 10, lines 6-18; 
col. 20, lines 18-22; Figure 1,4, 5A, 5B and 16; The system determines alternate 
outcomes based on the altered data. Users can track the changes they make in the 
system overtime. User input is also stored in databases.). 

As per claim 22, Eder discloses the method according to claim 18, wherein the 
outcome of the base case scenario includes a non-financial metric (col. 19, lines 27-30; 
Figure 5B; The first outcome can also include non-financial data.). 



7. Applicant's arguments are moot in view of the new grounds of rejection. 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. Michelle Colon whose telephone number is 703-605- 
4251 . The examiner can normally be reached Monday - Thursday from 8:30am to 
5:30pm and every other Friday from 8:30am to 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz, can be reached at 703-305-9643. 



Response to Arguments 



Conclusion 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
1113. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington D.C. 20231 

or faxed to: 

703-305-7687 [Official Communications; including After Final 

communications labeled "Box AF"] 
703-746-7202 [For status inquiries, draft communication, labeled 

"Proposed" or "Draft"] 
Hand delivered responses should be brought to Crystal Park 5, 2451 Crystal 
Drive, Arlington, VA 7 th floor receptionist. 



February 3, 2004 ^ T^O^ 



